Glossary

In order to develop a coherent system for best
practices in intellectual property management, the
various terms of art commonly used must be clear-
ly and unambiguously defined, such that they are
standardized and universally understood to have
the same meaning. In this glossary we have at-
tempted to present precise, accurate definitions for
important, commonly used terms in the fields of
technology transfer and IP management. We hope
that providing such definitions will make possible
clear, transparent communication and thereby
lead to increased mutual understanding between
technology transfer professionals, IP managers, re-
searchers, investors, and entrepreneurs involved in
the business of promoting innovation. Clear com-
munication that promotes increased understand-
ing will be particularly important in international
contexts. For the use of specific definitions in
agreements, readers should also consult their in-
stitution’s legal advisors. While some areas of law
are fairly uniform throughout the world, language
differs significantly from country to country, and
even within countries, for some areas of law.

The definitions contained in the glossary
are derived, in part, from McCarthy’s Desk
Encyclopedia of Intellectual Property." In addition
to this glossary, the reader is encouraged to refer,
for expanded definitions and additional terms, to
online intellectual property glossaries, including
those found on the following Web sites:

* World Intellectual Property Organization:
www.wipo.int/tk/en/glossary/index.html.

e U.S. Patent and Trademark Office:

www.uspto.gov/main/glossary/index.html.

e U.S. Department of State:
usinfo.state.gov/products/pubs/intelprp/
glossary.htm.

assignment

A transfer of intellectual property (IP) rights. An assign-
ment of a patent, for example, is a transfer of sufficient
rights so that the recipient has title to the patent. An
assignment can be a transfer of all rights of exclusivity
in the patent, a transfer of an undivided portion (for
example, a 50 percent interest), or a transfer of all rights
within a specified location (for example, a certain area
of the United States). Anything less is considered to be a
license transfer, rather than a patent transfer.

Bayh-Dole Act of 1980

The U.S. Bayh-Dole Act (PL. 96-517, 94 Stat. 3015,
codified at 35 U.S.C. §§ 200-211) allows universities,
not-for-profit organizations, and small businesses to re-
tain certain IP rights related to inventions made via fed-
erally supported R&D. Serving as the statutory founda-
tion facilitating federally supported R&D technology
transfer, the Act was designed to promote commercial-
ization of innovations arising from such R&D through
cooperation between the research community, industry,
and state and local governments.
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Berne Convention

A major multinational copyright treaty, with nearly
150 members. There are five main points to the Berne
Convention: (1) national treatment, that is, nondiscrim-
ination with respect to foreign authors and copyright
owners; (2) no formalities, that is, copyright is auto-
matically granted and is not conditioned on formalities
such as registration or notice; (3) minimum duration of
copyright; (4) moral rights provided to authors under
the national laws of member nations; and (5) copyright
protection independent of whether such protection ex-
ists in the country of origin.

best mode

A condition for the grant of a patent, found in the pat-
ent specification. An inventor must describe and dis-
close the best method he or she knows for carrying out
the invention.

biotechnology

The use of biological methods (often genetic engineering
and related advanced-molecular-biology applications)
to produce products, processes, and related services.
Generally, these are patentable under U.S. patent law.

claims

The section of the patent that defines an invention (the
technology that is the exclusive property of the patentee
for the duration of the patent) and is legally enforce-
able; that is, the claims set the metes and bounds of the
patent rights. The patent specification must conclude
with a claim, particularly pointing out and distinctly
claiming the subject matter that the applicant regards as
the invention or discovery. The claim or claims are in-
terpreted as set forth in the specification: the terms and
phrases used in the claims must be sufficiently described
in the specification, that is, patent claims must read in
the light of the specification. The specification discloses
and the claims define the invention.

commercialization

The process of taking an invention or discovery to the
marketplace. It involves working the idea into a busi-
ness plan, consideration of protection options, and
determining how to market and distribute the finished
product.

compulsory license

A license granted by the state upon request to a third
party that, through the license, is permitted to exploit
a patented invention after the owner of the patent has
refused to provide a voluntary license under acceptable
conditions.

confidential disclosure agreement
See confidentiality agreement.
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confidentiality agreement (nondisclosure agreement,
confidential disclosure agreement)

A legal document through which intellectual property
can be disclosed by one party to another wherein the lat-
ter party is permitted to use the information for certain
purposes, and only those purposes, that are stated in the
agreement and agrees not to disclose the information
to others.

continuation

A second patent application containing a disclosure
identical to one in a previous (parent or grandparent)
application filed by the same applicant as the original
application, while the original application is still pend-
ing, and that is entitled to the filing (priority) date of the
original application.

continuation-in-part

A second patent application containing a disclosure
identical to one in a previous (parent or grandparent)
application filed by the same applicant as the original
application, but, in contrast to the continuation ap-
plication, also contains new matter not found in the
original application. Hence, whereas claims that rely
on matter in the parent application are entitled to the
original filing date priority, claims that rely on any new
matter are entitled only to the later continuation-in-part
application filing date.

contributory infringement

An indirect infringement of IP rights in which people,
or organizations, contribute to a direct act of infringe-
ment by another (in order to aid or abet the act of in-
fringement), for example, knowingly selling an article
that is used solely to practice a patented process or to
manufacture a patented product.

copyright

An exclusive right conferred by the government on the
creator of a work to bar others from reproducing, adapt-
ing, distributing to the public, performing in public, or
publicly displaying said work. Copyright does not pro-
tect an abstract idea; it protects only the concrete ex-
pression of an idea. In order to obtain copyright protec-
tion, a work must have originality and some modicum
of creativity.

Convention on Biological Diversity

An international agreement articulated at the 1992 Earth
Summit in Rio de Janeiro, the Convention seeks to es-
tablish a comprehensive strategy for sustainable devel-
opment, setting out commitments for maintaining the
world’s ecological underpinnings in light of increasing
business and economic development. The Convention
established three main goals: the conservation of bio-
logical diversity, the sustainable use of its components,
and the fair and equitable sharing of the benefits from
the use of genetic resources.



cross licensing

A legal agreement in which two or more parties that have
potentially conflicting patent claims, or other conflict-
ing IP rights, reach an agreement to share the IP rights
in question through a reciprocal licensing arrangement.

dependent claim

A claim in a patent that refers back to a previous claim
and defines an invention that is narrower in scope than
that in the previous claim. A dependent claim is written
in such a way as to be more restricting than the technol-
ogy defined in the previous claim (often an independent
claim).

descriptive mark

A word, picture, or other symbol that describes some
quality or trait of a product or service, such as the pur-
pose, size, color, class of users, or end effect on users.
A descriptive term is not considered to be inherently
distinctive; to establish validity of a descriptive mark for
registration or protection in court, proof of acquired
distinctiveness of the mark is needed. This acquired dis-
tinctiveness confers secondary meaning. For example,
“Kentucky Fried Chicken” a mark that originally was
descriptive, subsequently acquired secondary meaning
as a trademark for a distinctive type of commercial food
product.

design patent

A government grant of exclusive rights in a novel, non-
obvious, and ornamental industrial design. A design
patent confers the right to exclude others from mak-
ing, using, or selling designs that closely resemble the
patented design. A design patent covers the ornamental
aspects of a design; its functional aspects are covered by
a utility patent. A design patent and a utility patent can
cover different aspects of the same article.

differential pricing (tiered pricing)

The practice of setting different prices for different mar-
kets—typically higher prices in richer markets and lower
prices in poorer markets.

disclosure of origin

A requirement imposed on patent applicants to disclose
in patent applications the geographic origin of biologi-
cal material on which the invention (subject of the pat-
ent application) is based.

divisional patent application
A patent application that is carved out of a parent appli-
cation, such that the parent application is divided into
one or more divisional patent applications. Divisional
applications are entitled to the original filing-date prior-
ity of the parent application.

due diligence

Investigations undertaken to assess the ownership and
scope of one or more IP rights that are being sold, li-
censed or used as collateral in a transaction. This is done
in order to identify business and legal risks associated
with the IP rights being analyzed.

duration

The term, or length of time that an IP right lasts. A
U.S. utility patent on an invention, for example, has a
duration of 20 years from the date on which the pat-
ent application was filed, as does a plant patent. The
duration of a U.S. copyright is usually the life of the
author plus 70 years (for works created after January 1,
1978). Protection of information as a trade secret lasts
as long as the information remains secret. Duration of
a trademark continues as long as it is used (as a source
indicator) and properly maintained/protected.

examination. See patent examination.

exclusive license agreement

A legal document licensing intellectual property to an-
other party for its exclusive use. Exclusively licensed pat-
ent rights cannot, within the scope or field of the exclu-
sive license, be subsequently or simultaneously licensed
to any other party.

field-of-use restriction

A provision in an IP license that restricts use of the li-
censed intellectual property by the licensee to only in a
defined product or service market.

first to file

A rule under which patent priority is determined. The
rule gives priority to the party that first files a patent
application for an invention, rather than to the party
that is first to invent. First to file is followed by almost
every nation in the world except the United States. For
trademarks, priority between conflicting applications to
register a trademark is handled by publishing the ap-
plication with the earliest filing date for possible oppo-
sition by the applicant with a later filing date. In the
United States, ownership of a trademark is determined
by who was first to use it, not by who was first to file an
application for registration. However, under the intent-
to-use system, an application for registration can be filed
prior to actual use of a mark.

first to invent

A rule under which patent priority is determined by
which inventor was the first to actually invent, rather
than by who was the first to file a patent application.
This is the rule followed in the United States. Compare

to first to file.
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freedom to operate

The ability to undertake research and/or commercial
development of a product without infringing the unli-
censed intellectual or tangible property rights of others.

functionality

That aspect of design that makes a product work better
for its intended purpose, as opposed to making the prod-
uct look better or to identify its commercial source.

Indigenous Cultural and IP Rights

Indigenous Cultural and IP Rights refers to the rights
to a heritage, that its, to the objects, sites, knowledge,
and methods of transmission of communities that have
traditionally been defined by the social ownership of
knowledge. This right privileges customary law over
modern law. Heritage includes all aspects of culture
(art, music, dance, literature, and so on), indigenous
knowledge (medicinal, nutritional), and land manage-
ment practices. There are numerous attempts today
to give legal substance and scientific validity to indig-
enous knowledge. Article 29 of the Draft Declaration
of the Rights of World Indigenous People states that
“[i[ndigenous people are entitled to the recognition of full
ownership, control and protection of their cultural and in-

tellectual property.”

industrial property

Industrial property is a subset of intellectual property,
referring to those types of intellectual property that
have an industrial application. Specifically, it refers to
patents, trademarks, designs, mask works, and plant
breeders’ rights.

infringement

An invasion of an exclusive right of intellectual prop-
erty. Infringement of a utility patent includes making,
using, or selling a patented product or process without
permission. Infringement of a design patent involves
fabrication of a design that, to the ordinary observer, is
substantially the same as an existing design, where the
resemblance is intended to induce the observer to pur-
chase one thing supposing it to be another. Infringement
of a trademark consists of the unauthorized use or imi-
tation of a mark that is the property of another in order
to deceive, confuse, or mislead others. Infringement of a
copyright involves reproducing, adapting, distributing,
performing in public, or displaying in public the copy-
righted work of someone else.

intellectual property (IP)

Creative ideas and expressions of the human mind that
have commercial value and are entitled to the legal pro-
tection of a property right. The major legal mechanisms
for protecting intellectual property are copyrights, pat-
ents, and trademarks. IP rights enable owners to select
who may access and use their intellectual property and
to protect it from unauthorized use.
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international patent application
Refer to Patent Cooperation Treaty (PCT).

intellectual property management

The means by which an institutionally owned IP port-
folio is managed with regard to marketing, patenting,
licensing, and administration.

invention

The creation of a new technical idea and of the physi-
cal embodiment of the idea or the means to accomplish
it. To be patentable, an invention must be novel, must
have utility, and would not have been obvious to those
possessing ordinary skill in the particular art of the
invention.

inventive step (nonobviousness)

A condition for patentability, which means that the in-
vention would not be obvious to someone with knowl-
edge and experience in the technological field of the in-
vention. According to the European Patent Convention,
“An invention shall be considered as involving an inventive
step if, having regard ro the state of the art, it is not obvious
to a person skilled in the art.”

joint inventors
Two or more inventors of a single invention who work
together during the inventive process.

know-how

Information that enables a person to accomplish a par-
ticular task or to operate a particular device or process.
Refer to trade secret.

license

A grant of permission to use an IP right within a defined
time, context, market line, or territory. There are impor-
tant distinctions between exclusive licenses and nonex-
clusive licenses. An exclusive license is “exclusive” as to a
defined scope, that is, the license might not be the only
license granted for a particular IP asset, as there might
be many possible fields and scopes of use that can also be
subject to exclusive licensing. In giving an exclusive li-
cense, the licensor promises that he or she will not grant
other licenses of the same rights within the same scope
or field covered by the exclusive license. The owner of
IP rights may also grant any number of nonexclusive
licenses covering rights within a defined scope. A patent
license is a transfer of rights that does not amount to an
assignment of the patent. A trademark or service mark
can be validly licensed only if the licensor controls the
nature and quality of the goods or services sold by the
licensee under the licensed mark. Under copyright law,
an exclusive licensee is the owner of a particular right
of copyright, and he or she may sue for infringement
of the licensed right. There is never more than a single
copyright in a work regardless of the owner’s exclusive
license of various rights to different persons.



licensee
A party obtaining rights under a license agreement.
licensor
A party granting rights under a license agreement.

license out

The process by which one person, company, or institu-
tion extends to another person, company, or institution
permission to use the former’s intellectual property.

license in

The process by which a person, company, or institu-
tion obtains permission to use the intellectual property
owned by someone else.

material transfer agreement (MTA)

A contract between the owner of a tangible material and
a party seeking the right to use the material for research
or other assessment purposes. The material may be either
patented or unpatented. Material transfer agreements
tend to be shorter than license agreements. The purpose
of an MTA is to document the transfer the material and
outline the terms of use, including identification of the
research or assessment project, terms of confidentiality,
publication, and liability.

maintenance fees

Fees for maintaining in force a patent. The fees typically
have to be paid at irregular intervals, depending on the
jurisdiction, and significantly increase over time.

notice

A formal sign or notification attached to items that em-
body or reproduce an intellectual property assset—for
example, the presence of the word patent or its ab-
breviation, pat., together with the patent number, on
a patented article made by a patent holder or his/her
licensees. The formal statutory notice of U.S. trade-
mark registration is the letter R inside a circle: °, Reg.
U.S. Pat. & Tin. Off, or Registered in U.S. Patent and
Trademark Office. Many firms use informal trademark
notices, such as Brand, TM, Trademark, SM, or Service
Mark, adjacent to words or other symbols considered
to be protectable marks. Notice of copyright consists of
the letter C in a circle symbol: © or the word Copr. or
Copyright, the copyright owner’s name, and the year of
first publication.

nonassignable

A condition whereby a licensing agreement and/or
the rights, obligations, and terms thereof may not be
assigned to any party who is not a signatory to the
agreement.

nondisclosure agreement
See confidentiality agreement.

nonexclusive license

A license under which rights are granted to the licensee
but not exclusively to that licensee; the licensor reserves
the right to give the same or similar rights to use the
licensed materials to other parties.

nonobviousness
One of three conditions an invention must meet to be
patentable. See also inventive step.

nontransferable

The licensing agreement and/or the rights, obligations,
and terms thereof that may not be sold, given, assigned,
or otherwise conveyed to any party who is not a signa-
tory to the agreement.

novelty
One of three conditions an invention must meet to be
patentable.

obviousness

A condition of an invention that makes it ineligible to
receive a valid patent; the condition of an invention
whereby a person with ordinary skill in a field of tech-
nology can readily deduce it from publicly available in-
formation (prior art). See also ordinary skill in the art.

ordinary skill in the art

The level of technical knowledge, experience, and exper-
tise possessed by the ordinary engineer, scientist, or de-
signer in a technology that is relevant to an invention.

Paris Convention

The main international treaty governing patents,
trademarks, and unfair competition. The Convention
is administered by the World Intellectual Property
Organization (WIPO) and has four principal provi-
sions: (1) national treatment for all seeking protection
of IP rights, whether foreign or nationals; (2) minimum
level of protection; (3) Convention priority, with a
specified time (12 months for patents, six months for
trademarks) for applications to be filed in other member
nations; and (4) administrative framework within the
Paris Union.

patent (U.S.)

A grant by the federal government to an inventor of the
right to exclude others from making, using, or selling
his or her invention. There are three kinds of patents in
the United States: a standard utility patent on the func-
tional aspects of products and processes; a design patent
on the ornamental design of useful objects; and a plant
patent on a new variety of a living plant. Patents do not
protect ideas, only structures and methods that apply
technological concepts. Each type of patent confers the
right to exclude others from a precisely defined scope of
technology, industrial design, or plant variety. In return
for the right to exclude, an inventor must fully disclose
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the details of the invention to the public so that others
can understand it and use it to further develop the tech-
nology. Once the patent expires, the public is entitled to
make and use the invention and is entitled to a full and
complete disclosure of how to do so.

patent application
A technical document that describes in detail an inven-
tion for which a patent is sought.

patent examination

A process of review of a patent application, undertaken
by a patent examiner, to determine whether the ap-
plication complies with all statutory requirements for
patentability. The examination process reviews prior art
to ensure novelty, along with determining compliance
with other statutory requirements, rules, and matters of
procedure and form.

Patent Cooperation Treaty (PCT)

An international treaty that provides a mechanism
through which an applicant can file a single application
that, when certain requirements have been fulfilled, may
then be pursued as a regular national filing in any of the
PCT member nations. There are currently more than
120 PCT member nations.

patent pooling

A patent pool is an agreement between two or more pat-
ent owners to license one or more of their patents to one
another or to third parties. A patent pool allows inter-
ested parties to gather all the necessary tools to practice
a certain technology.

patent searching

A process carried out by the patent examiner for check-
ing the novelty of a patent application. The subsequent
patent research report lists published items comprising
both patent and nonpatent literature relevant to the
subject of the invention.

plant breeders’ rights

Plant breeder’s rights are used to protect new varieties of
plants by giving exclusive commercial rights to market a
new variety or its reproductive material.

plant patent

In the United States, the Plant Patent Act of 1930 pro-
vides a grant of exclusive IP rights to applicants who
have invented or discovered a new asexually propagated
variety of plant. Tuberous plants are not covered by
plant patents.

plant variety protection (PVP)

A form of patent-like protection for sexually propagated
plants, as well as hybrids, tubers, and harvested plant
parts. The Plant Variety Protection Act of 1970 is ad-
ministered by the U.S. Department of Agriculture and
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not the U.S. Patent and Trademark Office (which does
issue plant patents).

prior art
The existing body of technological information against
which an invention is judged in order to determine
whether it is novel and nonobvious and can thus be
patented.

prior informed consent

The consent given by a party with respect to an activity af-
ter being fully informed of all material facts relating to that
activity. The Convention for Biological Diversity requires
that access to genetic resources shall be subject to the prior
informed consent of the country providing the resources.

priority date

The date of the first filing of a patent application that
describes an invention in detail. Priority date, as well as
patentability, with respect to novelty of invention, is de-
termined in light of any relevant prior art existing at the
time of filing. In other words, depending on the specific
jurisdiction, if the invention was known or published
previous to the priority date, the applicant will be un-
able to obtain a patent.

provisional application

A provisional application is a document in patent ac-
tions that serves to establish an early priority date of an
invention. A provisional application will not mature
into a regular application, and does not form the basis
of a grant of a patent. It is a document that precedes the
complete application upon which the grant is based. A
provisional application establishes a priority date for dis-
closure of the details of an invention and allows a period
of up to 12 months for development and refinement of
the invention before the patent claims take their final
form in a complete, regular patent application.

process claim

A claim of a patent that covers the method by which an
invention is performed by defining the steps to be fol-
lowed. This differs from a product claim or an apparatus
claim, which covers the structure of a product.

product-by-process claim

A patent claim through which a product is claimed by
defining the process by which it is made. The product-
by-process form of claim is most often used to define
new chemical compounds, since many new chemicals,
drugs, and pharmaceuticals can practicably be defined
only by describing the process of making them.

public domain

The status of an invention, creative work, commercial
symbol, or any other creation that is not protected by
some form of IP right. Items that have been determined



to be in the public domain are available for copying and
use by anyone.

reduction to practice

‘The physical part of the inventive process that completes
and ends the process of invention by demonstrating that
the invention has a practical application. Reduction to
practice can be carried out either by the actual construc-
tion of an apparatus, by performing the steps in a pro-
cess, or by formally filing a patent application (construc-
tive reduction to practice).

research tools

The term research tool includes the full range of tools
that scientists may use in the laboratory, including cell
lines, monoclonal antibodies, reagents, animal models,
growth factors, combinatorial chemistry and DNA li-
braries, clones and cloning tools (such as PCR), meth-
ods, and laboratory equipment and machines.” There
is concern about the patenting of research tools, be-
cause such patents may inhibit the free undertaking of
research.

royalty
Income derived from the sale or use of a licensed prod-
uCt or process.

tiered pricing

See differential pricing.

trademark

(1) A word, slogan, design, picture, or other symbol
used to identify and distinguish goods. (2) Any iden-
tifying symbol, including a word, design, or shape of a
product or container, that qualifies for legal status as a
trademark, service mark, collective mark, certification
mark, trade name, or trade dress. Trademarks identify
one seller’s goods and distinguish them from goods sold
by others. They signify that all goods bearing the mark
come from, or are controlled by, a single source and are
of an equal level of quality. And they advertise, promote,
and generally assist in selling goods. A trademark is in-
fringed by another if the second use causes confusion of
source, affiliation, connection, or sponsorship.

trade secret

Business information that is the subject of reasonable
efforts to preserve confidentiality and has value because
it is not generally known in the corresponding trade.
Such confidential information is protected against those
who gain access to it through improper methods or by a
breach of confidence. Misappropriation of a trade secret
is a type of unfair competition.

traditional knowledge

Tradition-based creations, innovations, literary, artistic
or scientific works, performances and designs originating
from or associated with a particular people or territory.

Trade-Related Aspects of Intellectual Property Rights
(TRIPS)

An international agreement that was initiated under the
forerunner of the World Trade Organization (WTO),
the General Agreement on Tariffs and Trade (GATT),
under the Uruguay round of trade negotiations. The
TRIPS Agreement is the most comprehensive multilat-
eral agreement on Intellectual Property covering all IP
instruments. It was the first IP rights accord to legiti-
mize the patenting of living organisms. TRIPS provides
the guidelines for the harmonization of IP rights laws
under the WTO. All WTO member countries have sub-
stantive TRIPS obligations.

unfair competition

Commercial conduct that the law views as unjust,
providing a civil claim against a person who has been
injured by the conduct. Trademark infringement has
long been considered to be unfair competition. Other
recognized legal categories of unfair competition are
false advertising, trade libel, misappropriation of a
trade secret, infringement of the right of publicity, and
misappropriation.

UPOV (the Convention of the International Union for
the Protection of New Varieties of Plants)

An international treaty that guarantees to plant breed-
ers in member nations national treatment and a right
of priority. National plant variety protection statutes of
member nations are brought into harmonization with
the various UPOV provisions, for example, the require-
ments of distinctness, uniformity, stability, and novelty
for new crop varieties.

utility

The usefulness of a patented invention. To be patentable
an invention must operate and be capable of use, and it
must perform some “useful” function for society. m

1 McCarthy JT, RE Schechter and DJ Franklyn. 1995 and
2004. McCarthy’s Desk Encyclopedia of Intellectual
Property, 2nd and 3rd editions. The Bureau of National
Affairs: Washington, DC.

2 From NIH Research Tools Guidelines. ott.od.nih.gov/
policy/rt_guide.html.
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